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SSSr™ T ^ IS SET TO EXP.RE _ 3 MONTH(S) FROM 

Status adjustment. See 37 CFR 1.704(1,? 9 * communica «°n. even if timely tiled, may reduce' any 

1 )□ Responsive to communication(s) filed on 

2a)^ This action is FINAL r>*\n -n.- 

=>rinML. 2b)D This action is non-final 

4) H Claim(s) _N3 is/are pending in the application. 
4a) Of the above claim(s) £23 is/are withdrawn from consideration 

5) U Claim(s) is/are allowed. 

QM Claim(s) U3 is/are rejected. 
7)D Claim(s) j s /are objected to. 

AppSio?^ — SUbj6Ct 10 r6StriCti0n 6,eCti0n 
9)D The specification is objected to by the Examiner 
10)D The drawls) filed on is/are: a)D accepted or b)Q ^ fo by ^ 

Applicant may not request that any objection to the drawing(s) be he.d in abeyance See 37 CFR 1 85ra) 
1 DD The proposed drawing correction filed on is - alii annm^H mh , ( 1 

if on„, ^ ,U a PP roved b)U disapproved by the Examiner 

lf a ^ roved - drawings are required in reply to this Office action 

12)U The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

^□Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 l 9 (a H d) or (f) 
a)DAII b)D Some*c)D Noneof: ( ' W ( °' 

1 •□ Certified copies of the priority documents have been received 
2.D Certified copies of the priority documents have been received in AppHcation No 

* Seel 1 '^^^^^^^^ ^ h *~ 

140 Ackn I ^ aCtl '° n ' " St ° f ^ ^ ^iZ received 

14)0 Acknowledgment is made of a claim for domestic priority under 35 U S C «11<J , 

a) □ The translation nf tho w ■ , U.S.C. § 1 1 9(e) (to a provisional application) 

1) □ Notice of References Cited (PTO-892) r-, 

2) LJ Notice of Draftsperson's Patent Drawing Review (PTO-948) 2 H ' merVieW SUmmafy ( PT0 ^3) Paper No(s). 

3) U Infomiation Disclosure Statements) (PTO-1449) Paper Note) f H °' ,nf ° mal Patent AW*""™ (PTO-152) 

tt— . * ' * o) I | Other 
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DETAILED ACTION 



Response to Amendment 
1 ■ Amendments to claim 1 , filed on Janua^ 30, 2003, have been entered in the 
above-identified application. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



Claim Rejections - 35 USC § 103 

3. Claims 1 - 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sasaki et al. ('016) in view of Kenji e. al. ('219 A) for the reasons of record as set forth in 
Paragraph No. 7 of the Office Action mailed on October 23, 2002 (Paper No. 4). 

4. Claims 1 - 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shimada et al. C297) in view of Kenji e, al. ('219 A) for the reasons of record as se, forth 
in Paragraph No. 7 of the Office Action mailed on October 23, 2002 (Paper No. 4). 

Response to Arguments 

5. The rejection of Calms 1 - 3 under 35 U.S.C § 103(a) - Sasaki e, al. in view 
of Kenji et al. 

The rejection of Cairns 1 - 3 und r 35 U.S.C § 103(a) - Shimada e, al. in view 
of Kenji et al. 
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Applicant) argue(s) that the references fail to establish a prima facie of 
obviousness since the references fail to suggest the desirability of the claimed 
invention. The examiner respectfully disagrees. 

An invention may be obvious if the prior art has different reasons for doing what 
the applicant has done. "I, has long been held that a rejection under 35 USC 103 based 
upon a combination of references is not deficient solely because the references are 
combined based upon a reason or technical consideration which is different from that 
which resulted in the claimed invention." Exparfe Rayonem Corp. 17 USPQ 2d 1417 
1424 (BPA1 1990). Cites In re Kronig 190 USPQ 425 (CCPA 1976); ,„ re Gersnon ,52 
USPQ 602 (CCPA 1967). See also /„ re BeaWe 24 USPQ 2d 1040, 1042 (Fed. Cir. 
1992); In re Wiseman 201 USPQ 638 (CCPA 1979): In re May 197 USPQ 601 (CCPA 
1978): In re Untnemz USPQ 560, 562 (CCPA 1972): /„ re Tomlinson 150 USPQ 623 
(CCPA 1966): and In re Kemps, 97 F.3d 1427, 1430, 40 USPQ2d 1309, 1311 (Fed. Cir 
196). 

Applicants further argue that the references fail to teach or suggest all the 
claimed limitations, specifically that the limitation -nanolamination- requires a 
discontinuous layer, as per the specification. The examiner respectfully disagrees. 

The examiner notes that the specification is not the measure of the invention. 
Therefore, limitations contained therein canno, be read into the claims for the purpose 
of avoiding prior art. /„ „ Spore*. 55 CCPA 743, 386 F.2d 924, 1 55 USPQ 687 (1968). 
The examiner notes tha, the specification has a broad definition for nanolamination and 
merely defines applicants layers as •'Wanolamina.ions of the present invention are 
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distinguished from conventional laminating layers in the prior art by their degree o, 
<h,nness" (specfe(fon , page 3 , ^ „_ ^ ^ ^ ^ ^ ^ ^ 

limited to discontinuous layers. 

Finally, applicants argue that neither Sasaki et al. nor Shimada e. al teach a 
thickness meeting applicants claimed ,im«a,i ons . The examiner respec(fu||y 

First, with regard to the genera, teaching in Sasaki e. a,., the examiner notes that 
•he teaching must he viewed as filtered through the mind of one of ordinary skil, in the 
art. The phrase "a thickness egua, to or more than Angstroms" is deemed to cleany 
-Ply a range of thickness from 1 A or more. Second, with regard to the showing in 
Shimada e. al. regarding the effect of thickness on coercivity, the examiner notes that 
Shimada et al. explicitly states that the thickness is -preferably 100 A or less" (co,. 8, 
*« 19 - 20), which corresponds to a coercivity of -0,33 Oe or less (Figure S) The 
examiner notes that even in the range where applicants state tha, the coercivfry 
•increases", the value is still below the preferred vaiue of 0.33, hence still meeting 

stated ,o be a cause effective variable (see rejections o, record- Paragrapns 7 and 8) 
and the examiner has cited pertinent prior ar, supporting this position (Person 9 of 
the Office Action mailed October 23, 2002, Paper No. 4). 



Conclusion 

6. 



TH.S ACTION lS MADE F.NAL. Appiican, is reminded of the extension of «me 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply , 0 , his final action „ se , , 0 ^ ^ 
MONTHS from the mailing date of this action. In the even, a fl rs« reply i s « within 
TWO MONTHS of the mailing date of this final action and the advisory action Is not 

^--^peHod will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR , 136( a> wil, be calculated from the mailing date of 

"faction, innoevent, however, wll.the s te ,u,ory period for repiy expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inouiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin M Bernatz whose telephone number is (703, 308- 
1737. The examiner can normally be reached on M-F. 9:00 AM - 6:00 PM 

If attempts to reach the examiner by telephone are unsuccessful, the examined 
supervisor. Paul Thibodeau can be reached on (703, 308-2367. The fax phone 
numbersfor,heo„ 0 n where -his application or proceeding is assigned are ,703, 
872-9310 for regular communications and (703) 872-9311 forAfterFinal 
communications. 

Any inouiry of a genera, nature or reiating to the status of this appHcation or 

0651. 




* M B PaiflThftodsau 
March 26, 2003 SFjp £n 4soiy px m Examiner 
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